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Before KIMLIN, JOHAN D. SM TH and GARRI' S, Adnini strative Patent
Judges.

JOHN D. SMTH, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal pursuant to 35 U S.C. 8§ 134 fromthe
final rejection of clainms 1-14, 16-19, 22, 24-30, and 32-62.
In the exam ner’s suppl enental answer entered June 25, 1997 as
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No. 21, appealed clains 47-56 were indicated as allowable if
rewitten in independent form After indicating that “al
i ssues” identified in the answer nailed April 13, 1995 “are
noot” (page 3 of the supplenental answer), the exam ner newy
rej ected appeal ed clains 32-46 and appeal ed clains 1-14, 16-
19, 22, 24-30 and 57-61 under “the judicially created doctrine
of doubl e patenting” over the respective clains in two newy
i ssued U S. patents. See the supplenental answer at pages 5
and 6. Appellants responded to these new doubl e patenting
rejections in their “Brief in Reply to the Exam ner’s
Suppl enmental Answer” entered as Paper No. 23 on August 18,
1997. Thus, renmaining for our reviewin this appeal are the
new doubl e patenting rejections of clainms 1-14, 16-19, 22, 24-
30, 32-46 and 57-61.

Representative clains 1 and 32 are reproduced bel ow

1. Atear resistant filmconprising a total of at |east
three stiff and ductile |ayers situated one on the randomy in
the array wherein (a) at |least one layer is a stiff polyester
or copol yester that has a tensile nodulus greater than 200
kpsi, (b) at least one other layer is a ductile sebacic acid
based copol yester that (i) conprises at least 1 nole
equi val ent of sebacic acid, including ester derivatives
t hereof, based on 100 nol e equi val ents of acid conmponents,
i ncludi ng ester derivatives thereof, in the copolyester, (ii)

has a tensile nodulus |ess than 200 kpsi, (iii) has a tensile
el ongation greater than 50% and (iv) provides fromabout 1
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wei ght percent to 50 wei ght percent of the tear resistant
film and (c) the tear resistant filmdenonstrates a G aves
area in one direction of the filmwhich exceeds the G aves
area, in the same direction, of a single layer filmhaving a

t hi ckness substantially equal to the thickness of the tear
resistant film the single layer filmincluding only the stiff
pol yester or copol yester of the tear resistant film
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32. A security control lamnate conprising a first tear
resistant filmaccording to claim1 having a first face and a
second face opposite the first face and a first |ayer of
adhesive of the first face of the tear resistant film

The references relied upon by the exam ner are:

Bl and et al. (Bl and’ 842) 5,427,842 June
27, 1995
Bland et al. (Bland 019) 5,604, 019

February 18, 1997

Appeal ed clains 1-14, 16-19, 22, 24-30, and 57-61 stand
rejected “under the judicially created doctrine of double
patenti ng” over clains 1-40 of U S. Patent No. 5,604,019
(Bl and’ 019) “since the clains, if allowed, would inproperly
extend ‘the right to exclude’ already granted in the patent”.
Appeal ed clains 32-46 stand rejected on the sanme basis over
claims 1-43 of U S. Patent No. 5,427,842 (Bl and 842).

We cannot sustain the stated rejections.

The exam ner’s rejections of the appeal ed clains for
doubl e patenting are based on alleged circunstances
essentially identical to those before the court inln re
Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968) wherein an
appl i cant | ater sought patent protection in a voluntary
di vi sional application for an invention (i.e., the best node)
fully disclosed in and covered by broad clains in an earlier
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i ssued patent. Since there was no reason preventing the
applicant frompresenting the clains to the best node for
exam nation in the application of the issued patent (and no
term nal disclainmer had been filed), the Schneller court held
that the rul e agai nst “doubl e patenting” nust be applied to
avoid the “tinewi se extention of the protection afforded” by
Schnel ler’s earlier patent.

Wth regard to the clains issued in Bland 019 and
Bl and’ 842 which are directed to a tear resistant filmand a
security control |am nate conprised of a tear resistant film
respectively, the exam ner points out that such patented
clainms define the ductile |ayer conponent of the tear
resistant film broadly, although each patent all egedly
di scl oses that such ductile |ayer nay be conposed of a ductile
copol yester conprising a sebacic acid conponent, while the
appealed clains require a ductile | ayer conponent of a tear
resistant filmas “a ductile sebacic acid based copol yester
that (i) conprises at |least 1 nole equival ent of sebacic acid,
based on 100 nol e equival ents of acid conponents.” Thus, the
exam ner argues that like the situation in Schneller, the
subject matter clained in the instant application is fully
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di sclosed in the respectively applied patents and is covered
by the broad clainms in the issued patents.

Appel lants point out in their “brief in reply” that none
of the clains in either Bland 019 or Bland 842 fully cover the
subject matter of the appeal ed clainms which require a tear
resistant filmor tear resistant filmconponent to include at
| east three stiff and ductile |layers while the patented cl ains
require the sane tear resistant film conponent as including

nore than five stiff and ductile |ayers.

Thus, as argued by appellants, the factual situation in
this appeal differs significantly fromthe circunstances
present in Schneller. Wile the herein appeal ed clains and
patented clains may cover overlapping subject matter? in terns

of the nunber of |ayers required, the patented clains do not

2 The exam ner should revisit the question of whether an
obvi ousness-type doubl e patenting rejection is applicable
under the circunstances presented here. |In this regard , the
exam ner may Wi sh to review the genus-speci es gui del i nes (MPEP
§ 2144.08 July 1998) concerning the issue regarding the herein
cl ai ned ductil e sebacic acid based copol yester ductile film
conmponent which is covered by patented clains to ductile film
copol yester conponent. See, for exanple, claim14 of
Bl and’ 019.
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fully cover® the subject matter in the sane way that the broad

clains issued to

W find no disclosures in the Bland patents of tear
resistant filnms having only three layers. Thus, is there is
apparently no basis to support the exam ner’s contention that
the subject matter claimed in the instant application is fully
di scl osed in the patents.
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Schnel I er covered Schneller’s best nobde presented in a later
filed voluntary divisional application. Accordingly, the
exam ner’s rejections cannot be sustai ned.

REVERSED

The deci sion of the examner is reversed.

BRADLEY R. GARRI S
Adm ni strative Patent Judge
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